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policy forbidding police officers from discuss-
ing the need for a promotional exam with the
Board does not amount to a matter of public
concern, nor does an officer’s interest in dis-
cussing promotiom] exams outweigh the Po-
lice Departiment’s interest in the efficient
functioning of the department under Picker-
ing and NTEU, we grant defondants’ motion
for summary judgment on Verri's sixth elaim.
Fifth, because Verri has failed to make a
conerete showing of any harm that he or
anyone else has suffered or will suffer as a
result of the Police Department’s alleged un-
written policy preventing police officers from
discussing police business with the Board, we
grant defendants’ motion for swummary judg-
ment on Verrt's tifth claim.  Lastly, because
Verri has failled to state any valid claims
under § 1983 against Nanna and thus has
failed to state any derivative claims against
Elmstord, we grant Elmstord’s wmotion for
summary judgment on the issue of municipal
liability under § 1983, Since there are no
remiaining federal claims in this action, we
decline to exercise our supplemental jurisdie-
tion aver Verri's state claims under 28 U.8.C.
3 1367, and dismiss those elaims without
prejudice. The complaint is thus dismissed
in its entirety,
SO ORDERED.

fevmam

Jonathan TASINI, Mary Kay Blakely, Bar-
hara Garson, Margot Mifflin, Sonia
Juffe Robbins, and David S. Whitford,
Plaintiffs,

v,

The NEW YORK TIMES (0., Newsday
Inc., Time Inc, The Atlantic Monthly
Co., Mead Data Central Corp., and Uni-
versity Microfilms Ine., Defendants.

No. 93 Civ. 8678(88),

United Stutes Distriet Court,

Freelance writers brought action against

right infringement.  Par-

puliishers for cor

SUPPLEMENT

ties moved for summary judgment. The Dis-
triet Court, Sotomayor, 1., held that publish-
ers were entitled to place contents of their
periodicals into electronic databases and onto
CUD-ROMs without securing permission of
writers whose contributions were included in
publishers’ periodicals.

Defendants’ motion for summary judg.
ment granted; plaintitfs’ motion for summary
Judgment denied.

1. Federal Civil Procedure <2534

Simply because parties have cross-
moved for summary judgment, and therefore
have implicitly agreed that no muterial issues
of faet exist, does not mean that court must
Join in that agreement and grant judgment
as a matter of law for one side or the other.
Fed Rules Civ.Proc.Rule 56(¢), 28 US.CA

2. Copyrights and Intellectual Property
=45
Terms of writing purperting to

transfer copyright interests. even a one-line
17

any

pro forma statement, must be clear,
US.CA S 204(a).

3. Copyrights and Intellectual Property
=45

Note memorandum  of fransfer of
copyright ownership can serve to validate
prior oral agreement. 17 {L.S.C.A. § 204(a).

or

1. Copyrights and Intellectual Property
=45

Legend on check stating that periodical
publisher had right to ivelude authors’ article
in eleetronic library archives did not unam-
higuously transfer vwnership of clectronic
rights in articles; publisher sent articles to
electronic database Defore authors reeeived
or cashed checks, and reasonable interpreta-
did not

database

tion of “electronic librury avchives”

encompass commereial electronie

17 US.C.A § 2040a).

L

5. Copyrights and  Intellectual Property

=17

Periodieal publisher’s right “first to pub-

lish™ author’s article did not include right to
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repunlish article in commercial eleetronic da
tabase 45 duys after article appeared in pert-

odieal

6. Copyrights and Intellectual Property
C=}=
Copyright in new version of preexisting
wolk covers only material added by later
author, and has no effect one way or the
other on copyright or public domain status of
preexisting material. 17 US.CA.§ 103(b)
7. Copvrights and Intellectual Property
=54

Any unauthorized use of preexisting pro-
tected material by ereator of derivative or
collective work infringes copyright existing in
that preexisting material. 17 US.C.A,
§ 103(h

8, Copyrights and Intellectual Property
=41(3)

Collective work creator’s privilege of re-
producing and distributing any revision of
that collective work is not limited to narrowly
circumseribed nonexelusive licenses; creators
have full authority over rights that they ac-
guire from individual copyright owners. 17
US.C.A § 201te, d).

9. Copyrights and Intellectual Property
SRS

Under Copyright Act. so long as creator
if collective work is operating within scope of
its privilege to reproduce and distribute indi-
vidual works in revised versions of creator’s
collective works, any incidental display of
those individual contributions is permissible,
17 U.S.C.A. §% 106, 201c).

18, Copyrights and Intellectual Property
&=41(3)
Under Copyright Aet, publishers of col-

eetive works have st

ant leeway to ere-
ate any revision of their collective works, 17
US.CA § 20l

L. Copyrights and Intellectual Property

ER12(2)

805

19971
12, Copyrights and Inteltectual Property
C=4103)

Creators of collective works are entitled
to rights in those works only to extent that
they have demonstrated ereativity in select
ing and arranging preexisting materials into
an original collective whole, 17 T.8.CAL
¥ 101,

13. Copyrights and Intellectual Property
=54

In context of infringement of copyright
i compilation, eourts begin by determining
whether plaintiff's compilation exhihits suffi-
¢ient orviginality to merit protection; if there
is sufficient originality in either selection or
arrangement, it is necessary to determine
whether these original elements have been
copied into allegedly infringing work.

14. Copyrights and Intellectual Property
=59

infringement
component

copyright
only

There s 1o
where defendant
parts of protected compilation.

copies

15. Copyrights and Intellectual Property
=36

Under Copyright Act, publishers were
entitled to place contents of their periodicals
into electronic databaser and onto CD-ROMs
without first securing permission of freelance
writers whose contributions were included in
publishers’ periodicals. 17 US.CLA§ 201¢¢).

16. Copyrights and Intellectual Property
c=12(3)

Work that copies either the original se-

Jection or original arrangement of protected

compilation I8 substanhally similar to that
compilation for copyright purposes
Emily M. Bass, Burstein & Buass. New
York City, for Plaintiffs.
druce P. Keller, Lorin L. Reisner, Thomas
\

I’\" 3 ide & Plimptot ,‘-"

H. Prochnow

York ( ity. for Det ddant
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OPINION AND ORDER

SOTOMAYOR, Distriet Judge.

In this action, the Court is called upon to
determine whether publishers are entitied to
place the contents of thelr periodicals into
clectronie data bases amd onty CD-ROMs
without first securing the permission of the
freelance writers whose contributions are in-
cluded in those periodicals.  According to the
Complaint, fifed by a group of freelanee jour-
nalists. this practive infringes the vopyright
that each writer holds in his or her individual
articles. The defendant publishers and elec-
tronie serviee providers respond by invoking
the “revisgion” privilege of the “collective
works” provision of the Copyright Act of
1976, 17 US.CL 8 201e. Defendants main-
tain that they have not improperly exploited
plaantifts’ individual contributions, but that
they have permissibly reproduced plaintiffs’
articles as part of electronie revisions of the
newspuapers und magazines in which those
articles fivst appeared.  For the reasons to
he diseussed, the Court agrees with defen-
dants, and grants summary judgment in

their favor.

BACKGROUND

Plaintiffs are «ix freelance writers who
have sold artieles for publication in a variety
of popular newspapers and magazines, in-
cluding The New York Times, Newsday, and
Spoits Hlustroted,  The tirst two of these
periodicals, published respectively by defen-
dants The New York Times Company owd
Newsday, Tre. are daily newspupers widely
circuluted to  subscribers uand newsstands,
Njanits lnstented, !J!lhh:—ht'xl l)_y’ the defen-
dant Time, Ine, "Time™), is a weekly maga-
zine featuring articles and commentary of
particudar interest o sports enthusiasts. In
addition to cireulating hurd copy verstons of
their periodicals. the defendant publishers

sell the eontents of their publications to the

remaining  defendants—University  Micro
ims  Ine now cailed UMD Compans
VL™ nd The MEAD Carporation (now

N,

VEXIS CMEAD " —for inelu

<1t 1 axsobted electronie dati bases,

MEAD owns and operates NEXIS, an on-
line. electronie, computer assisted text re-
trieval system in which artieles fram a num-
ner of leading newspapers, newsletters, mag-
azines, and wire services—including The Neaw
York Times, Ne wsday, wnd Spacts [Hustirof-
¢d—ure displayed or printed in response to
search  requests from  subseribers. PlLs
Mot. Summ. J. Ex. 49 at MO 14645 UM
produces and distributes two CD-ROM prod
dcts identitied by plaintitfs in their Amended
Complaint.  One of these products, “The
New York Times OnDise,” operates in much
the same manner as NEXIS, and is made up
of the articles appearing in each issue of The
Vew York Times. The remaining CD-ROM,
“General Perodicals OrDise,” provides o full
image-based reproduction of The New Yook
Tiines Book Review and Snuday Magazine

Plaintiffs move for summary judgment on
their claiins of copyright infringement con-
tending that the electronie reproductions of
their articles are improper under the Copy-
right Act. Defendants Time and Newsday
move for summary judgment on the ground
that plaintiffs entered into contracts autho-
rizing these publishers to sell plaintiffs’ arti-
cles to the electronie defendants,  All of the
defendants argue that, even in the absence of
such agreements, dismissal of this action is
warranted because the publisher defendants
properly  exercised their right, under the
Copyright Act, to produce revised versions of
their publications.

A, The Purties’ Relationship

The six plaintiffs claim that defendants
infringed their copyrights in a tetal of 21
articles sold for publication hetween 1990 and
1993, Twelve of these articles, written by
plaintiffs  Tusini, Miftlin, and Blakely, ap-
peared in The New York Times.  Another
eight of the articles, by plaintiffs Tasini, Uar-
son, Whitford, and Robbins, were featured in
Newsday,  The remaining article, a piece
entitled "Glory Amid Griet” by plaintiff Whit

ford, appeared i 1 Sji0
/ Al of the i P wrnto ; i
1 a freelanee basis, and not as empl 1
! Monthi

r
|
i
|
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1. /“H \.‘ i

COTHMEeTK el

New Yok
Times were typieally undertaken pursuant o
the
newspaper and the contributing journalists
A New York Times edito and g scleeted
froclance writer ordinarily agreed upon sueh

this netioh was

ments for Th

verbal agreements reached  between

matters as the topic and length of a particu-
lar piece. the deadline for submission, and
the fee to be paid,  (Keller Dee. Ex. BY
These discussions seldom extended into ne-
gotintions over rights in the commissioned
articles.  Indeed, there were no such negoti-
ativns between The New York Times und
any of the plaintiffs. all of whom submitted

§ their articles for publication by The New
York Times without any written agree
| ments.* d.
;
| 2. Newsdoy
Prior to this action, Newsday solicited its
\ freelance contributions in much the same
i ‘ manner as did The New York Times. Pree-
5 lance assignments for Newsday were most
i often undertaken pursuant to discussions be-
b tween editors and writers and without any
of written agreements.  (Keller Dee. Ex. B2,
However, the checks with which Newsday
‘ paid freelance writers for their contributions.
he including those checks sent to plaintiffs fol-
8 ( | lowing the publication of their articles, n-
‘J cluded the following endorsement:
| Signature required. Check void if this
! endorsement altered. This check accepted
unt: as full payment for first-time publication
21 rights (or all rights. if agreement is for all
and rights) to material described on face of
' b | check in all editions published by Newsday
a § and for the right to include such material
ithe ! in electronic library archives
iy : PLs’ Mot. Summ. J. Ex. 47.) Plaintiff Tasini
ed 1 { erossed out this notation prior to cashing
[ those ehecks payving him for his two disputed
Whi submissions to Newsday. Those plaintiffs
strat who wrote the remaining six Newsduy arti
tick cles cashed their checks with the notation
ees intaet
2. The New York Times h
X y i to wl H paj . (!

Ly

1997

3. Sparts I-’."n’--"v'l'fn o

Only plaintiff Whitford submitted an arti
ele for publication in Sports Hlustrale . The
relations=hip between Tine and Whitford was
decidedly more furmal thap the arrange
ments routinely entered into between free-
lance writers and Newsday or The New York
Pimes. Whitford and Sports Hlustrated en
tered into a written contract specifying the
content and length of the purchased article,
the date due, and the fee to be paid by the
magazine.  The eontract also prov ided Spoits
Hlustrated “the following rights™

() the exelusive right first to publish the
Story in the Magazine:
(b) the non-exclusive right to license the
republication of the Stury w hether in
translation, digest, or abridgement form or
otherwise in other publications. provided
that the Magazine shall pay to you fifty
percent (509%) of all net proceeds it re-
ceives for such republication: and

(¢) the right to republish the Story or any

portions thereof in or in connection with

the Magazine or in other publications pub-
lished by The Time Inc. Magazine Compa-
ny, its parent, subsidiaries or affiliates,
provided that you shall he paid the then
prevailing rates of the publication in which
the Story is republished.
(Keller Dec. Ex. €7) Plaintiff Whitford
claims that he did not intend, by this lan-
guage, to grant Time electronic rights in his
article. (PLs” Mot Summ. J. Ex 140

B, The Technologival Reproductions

Beginning in the early 1980s, the defen
dant publishers entered into a series  of
agreements pursuant o which they sold the
contents of their periodicals to the electronic
NEXIS has earried the articles
1932,

defendants
appearing in Spoits Hlustrated sine
The New York Times singe 1983, and News
day since 1988, (Keller Dec. Ex. Bb at ¥4 5.
1. &) UMI has distributed “The New York
Times OnDise” since 19920 and Tie Neu
York Times Magaziue aud Book Revin

have been available on the image-bused ch
author

1 that th stFrendy

+ 4 [a £ 1 t
rights in his or her creaton } Mot. Su
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ROM since 1890, (Keller Dec. Ex. Bt at

493, 8.

1. NEXIS

The defendunt publishers deliver or elee-
tronically transmit to NEXIS the full text of
all of the articles appearing in wach datly or
weekly edition of their periodicals. The pub-
lishers provide NEXIS with a complete copy
of computer text files which the publishers
use during the process of produeing the hard
Cuded
nstruetions as o page lay out added to these
files permit typesetters working for the pub-
lishers to produce "mechanicals ™ —which re
semble full pages as they will appear at
publicition- ~coptes of which are transmitted
to printing  facilities for mass production.
NEXIS does not use the electronie files to
create “mechanicals”™ or to emulate the physi-

copy versions of their periodicals.

eal lay out of each periodical issue: such
things as photogruphs, advertisements, and
the column format of the newspapers are
last, NEXIS instead uses the eleetronie files
to input the contents of each article on-line
atong with such information a8 the author's
name, and the publication and puge in which
cach article appeared.  The articles appear-
ing in The New York Thines and Newsday
are available within twenty-four hours after
they first appear in print, and the articles
from an issue of Spoirts [llustrated appear
on-line within forty-five days of the initial
hard copy publication.

Customers enter NEXIS by using a tele-
communications package that enables them
to access NEXIS' mainframe  computers,
Onee on-line, customers enter “lbraries” con-
sisting of the articles from particular publica-
tions, or groups of publications. Customers
cun then conduct a “Boolean sear¢h”™ by in-
putting desired search terms and connectors
from whieh the system generates a number
i “hit=.”  These “hits,” the articles in the

ibrury corresponding to the selected search
tort in be reviewed cither individually or
vithin a eiation fist A citation list ident {1t
o rticle } the \ tion in whieh it
ppeared. by nimber of words, and by uun-
thor Whet partientar article is selected

or fuli-text review, the entire content of the

rticle appears on sereen with a he ’illf’:'_:

providing the same basic information report-
ed within a citation list,  Although articles
are reviewed individually, it is possible for a
user to input a search that will generate all
of the articles-—and only those articles—ap-
pearing in a particular periodieal on a partic-
ular day.

2. The New York Times OnDise

“The New York Times OnDise,” the text
only CD-ROM product. is ereated from the
same data furnished by The New York Times
to NEXIS. Indeed, at the end of cach
month, pursuant to a three-way agreement
among The New York Times. NEXIS and
UMI, NEXIS provides UMI with magnetic
tapes containing this information. UM then
transfers the content of these tapes to (‘D-
ROM dises and codes the included articles to
facilitate Boolean seurching.

Not surprisingly, given that the two sys-
edd CD-ROM

Users enter

tems share datu, the text-be
operates much like NEXIS,
search terms prompting the systeni to access
all corresponding articles.  These articles are
displayed with headings indicating the au-
thor, and the date and page of The New York
Times issue in which the artieles appeared.
As with NEXIS, an article selected for re-
view appears alone; there are no photo-
graphs or captions or columns of text.
Moreover, a search typically retrieves arti-
cles which were published on different dates,
though it is possible to eonduct a seaveh that
will retrieve all of the articles making ap 4
single igsue ot The New York Times,

3. General Periodiculs OnDise

“General Periodicals OnDise,” an image-
based CD-ROM produet, dees not carey full
issues of The New York Times, but only the
it in-
cludes numerous other periodicals, as well,
although none of those involved in this litiga-
tion. The image-hased svstom differs from

Sunday Magoziie and Book Review.

the other technologies presently at issue i
hat it is ereated by digital scanning.  Arti
cvles dare { 'j'_ts';Hn d into the system individ-
uallv, but the entire Swiday Mogazine nnd
Boak re photographed  producing

complete images of these periodicals.  Arti

eles appear precisely as they do in print,
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complete with photographs, ciaptions, and adl-
vertisements

sGeneral Periodieals OnDise” does not em
ploy Boolean searching,  tmage based dizes
are sold alongside text based dises, which are
searchable, amd which provide abstracts ot
articles.
can identify articles that are of interest to

By searehing these abstracts, users

them. Users can then return to the imagoe-
hased svstem in order o velreve those arti-
cles.  Drawing upon this interplay between
dises, plaintiffs propose that the image-hased
CD-ROMs are better churacterized as part-
text/part-image hased ('D-ROMs.

. The Povties” Disprte
All of the parties recognize that the defen-
dant  publications  constitute “collective
works" under the teyms of the Copyright Act
of 1976, A collective work is one “in which a
number of contributions, constituting sepa-
rate and independent works in themselves,
are assembled into a collective whole.” 17
U.S.C. § 101, The rights which exist in such
works are delineated in 17 US.C. § 201(e)
Copyright in each separate contribution to
4 collective work is distinet from copyright
in the enllective work as a whole. and vests
initially in the author of the eontribution.
In the absence of an express transfer of
the copyright or of any rights under it, the
owner of copyright in the collective Wi ik s
presunied to have acquired only the privi-
lege of reproducing and distributing the
contribution as part of that particular col-
lective work. any revision of that collective
work. and any later collective work in the
same series.
Plaintiffs maintain that the publisher de-
fendunts have exceeded their narrow “priv-

3. Plamtitts complain that the clectronic repro

ductior st thow articles, O NFEXIS and on disc,
¢ intringe the capsrights They secek
hold defendanis contitbat v liuble o the
exient that defendants have cooperated 1h onc
another in creating these allegedly intringing
works,  Plaintifts do sot advanc the distinet
ain that detendants are cont ibutorilv hable
potential copyvright infringemet bv users of the
disputed elecvronie servives. (12710796 Tr. at 34
1t o ot & case in which we have accuse d th
detendan f manulactuorin ¢
ek i it that can be t

&04 (S DN Y. 1997

deges"  under this  provision D selling
plaintiffy’ articles for reproduction by the
eleetronic defendamts. In particular, plain-
tiffs complain that the disputed technolo-
gies do not revise the publisher defen
dants’ collective works, but instead exploit
plaintifts” individual articles.”

Defendants Time and Newsduy argi that
they are not limited to those privileges set
out at the conelusion of Seetion 201¢), be
eause plaintiffs have “expressly transferred”
the clectronie rights in their articles. News
duy velies upon the check legends authorizing
the publisher to include plaintiffs’ articles “in
electronic library archives.”  Time relies
upon the “right first to publish” secured in
its written contract with plaintiff Whitford.
Plaintiffs insist that neither of these provi-
sions contemplate the sort of electronic re-
productions presently at issue.

Even without an express transfer of rights,
all of the defendants maintain that the prae-
tice of electronically reproducing plaintifts’
articles is authorized under Section 201(¢) of
the Copyright Act. Defendants argue that
the disputed technologies merely generate
“revisions of [the defendant publishers’] col-
lective work(s],” and therefore do not usurp
plaintiffs’ rights in their individual articles.
17 US.C. § 201(¢). Plaintiffs counter that
Seetion 201(e¢) was not intended to permit
clectronic revisions of collective works, and
that, in any event, the technologies presentls
at issue are incapable of creating such revi-

“lons.
DISCUSSION
1 INTRODUCTION

Summary judgment s required  when
“there is no genuine issue as to any materiil

such a claim. which would be gove rned hy Son

Cory Ciry Stridlic 4ha TS 417
442, 104 5.(Cv 78 L.Ed.2d 374 (138~
lefend I o d nstra
1 i} i be put U
substanual v gouses See ge
vricl B Taitz, Ke i Road Bl Al !
Faformation Stiperlgima Faciliraroyg The 1)
serminarion of Now Technology By Changring
The Law Of Contrvibtiory Copyright Bifringemdt
ad Geo. Wash, LRe [33 (1995) (propusing
non-trivial intri ise doctrine as alterne
] sims of contributory intring
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fact and .. the moving party is entitled to a
judgment as a matter of law.”  Fed R.Civ.P.
"The moving party has the initial
burden of “informing the distriet court of the
hasis for its motion” and identifving the mat-
ter ‘it believes demonstratefs] the absence of
a genuine issue of matevial faet” ™ Leiborit:
oo Prsononnt Pictires Corp, 948 F Supp.
I21Y, 1217 (S.D.NY1996) (quoting Cefotex
Covp. e Cabreft, 477 US, 317, 323, 106 S.Ct.
2548, 2503, 91 L.kd.2d 265 (1!

movant satisfies its initial burden, rhe non-

obile)

™63, Once the
moving party must identify “specific facts
showing that there is a genuine issue for
trinl.”  Fed R.Civ.P. 3ite).
parties’ competing claims, the Court must
resolve any fuctual anbiguities in favor of the
nonmovant,  Nee MeNed » Aguilos, S31
F.Supp. 1079. 1082 (S D.NY.1993). [t is
within this framework that the Court must
finally determine “whether the evidence
presents a sufficient disagreement to require
submnission to a jury or whether it is s0 one-
sided that one party must prevail as a matter
of law.”  Awnderson v Libesty Lobby, e,
477 U.S. 242, 251-52, 106 3.Ct 2503, 2512, 91
L.Ed.2d 202 (1986).

In assessing the

[} Where there are cross motions for
suminary judgment, as there are here, “the
stundard is the sume as that for individual
motlons tor summary judgment and the court
must constder each motion independent of
the other. ... Simply because the parties
have cross-moved. and therefore have iniplie-
itly agreed that no material issues of fact
exist. does not mean that the court must join
in that agreement and grant judgment us a
matter of law for one side or the other.”
Aeiall, Iwe. v, Ryder Systein. [ne. 913
FL.Supp. 826, 828 (S.D.NY.1998) (citing Hen-
hetn, Tue. r. Tuited States, W96 F 2d 1455,
161 (2d Cie 19930, aftdd, 110 Fod s92 @24
Crr 1997

Il THE ALLEGED TRANSFER oOF
RIGHTS PURSUANT TO CONTRA(]

Iwo of the publisher defendunts, Newsday

hat plaintiffs “expressih

ind  Time anry

ransferred” clectronie vights in their art

des, and thit it i therefore unnecessary to

vhether the vlectronie duata bases

fetermine
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produce revisions of these defendants’ collpe.

tive works, The Cowrt disagrees,

AL Newsduy

{21 According to Section 20dia) of the
1976 Act. “la] transfer of copyright ownep-

ship ... is not valid unless an instrament o

conveyvance, or a note or memorandum of the
transter. 1= writing and signed by the
owner of the rights conveyed or such owner’s
duly authorized agent.” 17 UsS.0. §
“TA] writig memorializing the assighment of
copyright intevests ‘doesn’t huve tw be the
Magna Carta; o one-line pro forma state-
ment will do.” However, the terms of angy
writing purporting to transfer copyright in
terests, even a vne-line pre forma statement,
must be dear” 1'-1,1(1 o 1€ Musie, Tne w,
Melewn, 921 F.Supp, 1154, 1158-59
(SJDNLY.1998) (citing Effects Assoviates, e

s Calren, YO8 F.2d 535, 557 (th Cir 1990)).

204ta),

The only writing that Newsday pomts to in
support of the transfer of electronic rights
appears on the back of the checks it issued o
plaintiffs in pavment for their articl In
particular. the publisher relies upon the lan-
guage providing that Newsday has the “right
to include [plaintiffs’ articles| in electronic
library archives.” By the time Newsday sent
plaintiffs” articles to NEXTIS, however, plain
tiffs had not yet received or cashed these
checks,  Plaintiffs therefore contend that any
transfer of rights that might have been ef-
fected by the check legends oceurred too lute
to excuse defendunts’ alleged infringement.
See R & R Recveation Products, Ine. v Joun
Caok fue, 1992 WL =8171, * 4 (S.D.NY.
1992) "R & R’s assignment of the cat and
motse copyright to DMV does not preelude
suit by R & R for infringement occurring
prior to the assignment, 7).

[3, 41

a4 “note or

(S5

Newsthuy responds by arguing that
memorandum” of transfer ean
erve to validate 3 N'i(l[' oral agreement.  Nee
[i‘sfl it 1"H43' :’HI'. i,

1} ! '3
Florelee {udergermient

Co. Die, 697 K2d 27, 36 (2d Cir 1982) the
note or memorandum of the transfer d
not he made at the time when the license is
mtiated: the requirement s satisficd by the

copyright owner's later exeention o
which confirms the agrecment e (g0

[oiperyial Resie vlial i 317 I L T HS
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it 96, 44

tuter

Group, I Fid

| R HHE

15
Tlth

exectition of

i
COpyriznt  owner s
a writing which confirms ar
oral agreement validates the transfer
an s to the

kaw. but finds no support in the facts,

earber

inttio.” News i?;;- I correct

Newsday concedes that there is no evi-
denve of any prior agreements concerning
eleetronie rights o plaintffs’ articles.  (Defl
Newsday's Res. PLs” Rule 3(g) stmt No. 25
CHDEFENDANTS RESPONSE: Other than
the check endorsement there = no evi-
dence of any express agreement, written or
aral. berween any of the plaintiffs and News-
day with respect to the articles at issue.D.)
The most Newsday claims is that the check
legends eonfirmed “its understanding” that
there had been a transfer of electronic rights
in plaintiffs’ articles.  (Dets’” Memo. Supp.
Mot. Summ. 1. at 14 n. 2.) This is not enough:
the recortd reveals no basis for concluding
that Newsday's purported “understanding”
was shared by plaintiffs. all of whom deny
that they ever intended to authorize the use
of their artivies on-line.  Thug, Newsday can-
not now rely upon its check legends to give
retroactive  effect ta supposed  unspoken
agreements coneerning  electronic rights in
plaintifts” articles

The check legends themselves, moreover,
are ambiguous and cannot be taken to reflect
an express transfer of electronic rights in
plaintiffs’ articles. See Playboy Enterprises,
Inc. v Dhonas, 53 F.3d 544, 564 (2d Cirs
(finding that check legend providing for the

. of all right, title, and inter-
est” was ambiguous, and did not effectively
transter copyright in certain paintings), ceit.
116 SOt 567, 133

S( flin0 ].{"l”; K- —/th.

*assignment

tlernied, LS.
LEd2d 491 (1985,
921 F.Supp. at 115% ("neither the royally

checks nor the attached royalty statements
mention a transfer of copyright ownership
Meuseon Boutique Intercontinental, Ltd
Picayso. 850 F.Supp. 153, 162 n. 11 (S.D.NY
19951 (“the checks submitted by MBI which
4. B. WUSITIE Upoil Seetio Fia) of i1s contract
with Whittord, Time conspiciiousty avotds direct
Iv relyving upon Scctions 10(bY and 10ty (Del. s
M Supp. Mot Surani. . at 38 C'h is undis
p I thin Sposts Hhstrated a red the righ
't to puabits Wiiifo RSN i th Iy
N \ i d o 1

811

B4 (5. DNY. 19T

do not contain any explanatory notations he

sides Pleasso provalties.” are not convineiny

proof. 1o say the least, of the alleged oral
agreement.”)

that the most reasonable interpretation of

ainliffs argue persudsively
“electronic library archives” does not encorn-
puss NEXIS.  Plaintifts provide affidavits
from experts who opine that an archive and a
commereial data base contain different types
of material and serve different
(PL& Mot. Summ. J. Ex. 175 ¢f Americarn
Geophigsicul Uwion v Tewaco Tue, 60 F5d
913, 919, 921 (2d Cir.1995) (photoeopying of
articles from seientific journal was character
zed as “archival” where eopies were kept in
researcher’s files for later reference and
were not used for any “direct or immediate
commercial advantage”™). Plaintiffs also note,
and Newsday admits, that Newsday main-
taing its own “electronic library archives,” a
computerized in-house storage system that
serves no commercial purpose.  (PLe” Mot
Summ. J. Ex. 85 at 26 It is at least plansi-
ble—and would have been reasonable for
plaintiffs to conclude—that Newsday was
simply referring to such “archives” in its
check legends.  In amy event, there is 1o
evidence that plaintiffs understood, or should
have understood, that the check legends im-
plicated rights extending as far as NEXIS,

PUrposes,

In short. there is no basis for holding that
the Newsday check legends effected an un-
ambiguous and timely transfer of any signifi-
cant electromie rights in plaintiffs’ articles,

B. Sports Hiustroted

(51
Judgment. defendunt Tine invokes Section
1004y of its contract with Whitford.  Pursuant
to this pravision. Sports Hiustrated aequired
the right “first to publish” Whitford's article

In support of its Motion for Sunimary

Arguing that this language inchudes no “me

Time contends that its

tha-based npmator

“first !":ilill'::"ﬁ n’ rights must be mterpreteq

to extend to NEXIS.Y Nee Burtsch v. Mot
vd the mediz m which such publication wouid b
perr s&ible The issue. then, s to deterimg
how to interpret the contiact s scope i
its silenve on the issi tarmat Eacl
these other provisions broadis es Tinie t
epul h Wi d t 1 ! he p
<h 1 Whitto the fica
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Goldicyn—Muayer, Tue, 391 F.2d 150, 154-55
2d Cir. (helding that the right to “exhibit”
motion picture included the right to exhibit
movie on television). cerf. denied, 393 UK.
s26, 39 S.Ct. 86, 21 L.Ed.2d 95 (19688); see
also Bowrne v. Walt Dizney Co, 63 F.3d 621,
629 c2d Cir.1995) "motion picture” rights did
not “unambiguously exelude” videocassette
rights), , 116 S.Ct.
1860, 135 L.Ed.2d 184 (1086); [.0C Page &
Co. e Fox Fil Corp. 83 F.2d 196, 199 (2d
Ui 1936) Cexclusive moving pleture rights”
included “talkies” as well as silent filmsy
Rouwey o Columfig Pictires [wdus., e
5338 F.Supp. 211 (S.DN.YL) (exhibit “hy any
present or future method or means” included
videocassette rights), affd, 714 F.2d 117 2d
Cie 1982y, cert dened, 650 US, 1084, 103
SO 1774, 7o L Eda2d 346 (19835

Time's veliance upon the Bartsch line of
authority is misplaced.  Bartsch and its
progeny stand for the proposition that when
contract terms are broad enough to cover a
new a technological use, “the burden of fram-
ing and negotiating an exception should fall
on the grantor.,”  Bartsch, 391 F.2d at 155,
None of these ecases, however, involved a
contract (ke the one before the Court) that
imposed spectfic temporal limitations such as
first publication rights.” The right to pub-
lish an article “first” cannot reasonably be
stretched into a right to be the first to pub-
lish an article in any and all mediums. Cf.
Harper & Row, Publistiers, Inc. v Nation
Eiterprises, 471 U.S. 539, 564, 105 S.Ct
2218, 2232, 85 L.Ed.2d 588 (1985) (“The right
of first publication encompasses not only the
choice whether to publish at all, but also the
choices of when, where, ard in what form
tirst to publish a work”) (emphasis added).
Because Whitford's article was “first” pub-
lished in print, the electronie republication of
that article zome 45 days later simply cannot

cert. desied, — US

.

have been “tirst.”

I COLLECTIVE  WORKS  UNDER

HE COPYRIGHT ACT OF 1976

rights in their articles, the numerous argu-
ments and voluminous record in this case
devolve to whether the electronie defendants
produced “revisions,” authorized under See-
tion 201(e} of the Copyright Act, of the pub-
lisher defendants’ colleetive works. The iz-
sue s narrow, but its resolution is not simple:
there is virtually no case law parsing the
termms of Section 201(¢), and certainly no
precedent  elucidating the relationship be-
tween that provision and modern electronie
technoto
the Copyright Act of 1976 was crafted
through a unigue and lengthy process involv-
ing the input of numerous experts from as-
sorted interest groups uand industries.  See
Barbura Ringer, First Thoughts On The
Copyright Act Of 1976, 22 N.Y L. Sch. L.Rev.
47T (19770, As a result, the pertinent legisla-
tive history is notoriously impenetrable.  Nee
genevally Jessiea D. Litman, Copyivght Com-
piomize, ond Legislative History, 72 Cornell
L.Rev. 857 (1Y87).

es.  Further complicating niatters,

Despite the numerous challenges, there
are several considerations which allow a prin-
cipted approach to analyzing Section 201(e).
Most importantly, the provision cannot be
understood in isolation, but must be consid-
ered alongside other sections of the Act.

A, Collective  Works  And  Derivative

Works Under Section 103(h)

“Both eollective works and  derivativ
works are based upon preexisting works that
are in themselves capable of copyright.” 1
M. Nimmer & D. Nimmer, Nimmer on Copy-
right § 3.02, at 3-8 (1996 ed.). A derivative
work “transforms” one or more such preex-
isting works into a new creation. See 17
US4 8 1010 A colleetive work, on the oth-
er hand, consistz of numerous original contri-
hutions which are not altered. but which are
assembled into an original colleetive whole.
fd. In both instances, the copyright law ac
vounts for the fact that the larger work-

although it is ht protee
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{61 The 197

ing copyright interests apparent in both de

At addresses the compet -

rivative works and collective works in Section
iy, Pursuant to this provision:

The copyright in a compilation or deriva-

tive work extends only to the material

contrihuted by the author of such work, as
distinguished from the preexisting material
eraploved i the work, and does not imply
any exclusive right in the preexisting ma-
terial.  The copyright in such work is inde-
pendent of, and does not affect or enlarge
the scope, duration, ownership, or subsis-
tence of, any eopyright protection in the
preexisting material?
17 1L8.C. § 103b). Section 103(b) does not
represent an innovation under the 1976 Act,
put iz intended merely to eclarify a point
“commonly misunderstood” under Seetion 7
of the 1409 Act.® H.R. Report No, 94-1476, at
57 (1976), U.RCode Cong. & AdminNews
1976, pp. 5659, 5670, Specifically, “copyright
in a ‘new version' covers only the material
added by the later author, and has no effect
one way or the other on the copyright or
public domain status of the preexisting mate-
rial.” Id.

The "misunderstanding” regarding copy-
right protection in “new versions” and in
“preexisting materials” developed largely in
eonnection with derivative works, and grew
sut of the “new property rights” approach
espoused. most  prominently, by Judge
Friendly of the Second Circuit.  See Rolauer

Killiom Shows, Tne. 551 F.2d 484 (2d Ciro
iholding that film producer retained rights in
underlying story despite fact that novelist.
who authorized initial use of story, died be-
fare granting producer renewal rights), cest.
denied, 431 1.8, 944, 97 S.Ct 2666, 53
LEA24 266 (1977).  According to this view,

anee a derivative work is ereated pursuant

3. Coliective works are “con which ar
Composed of protected materal
3¢ Scetion HHEB3. ¢ Section
Wb speaks dirccthy 1o the copyright status of

y . -
ollective works,  See Nimmer, § 3.07{A ] at
ahT I ITO

8 Se tior ot t 1909 Act provided as foltows

Lompilations or abridgements, adaptatons, ar

tany [ dramultzations inslat g
} .

Csiod works b the put 3aly

0 ¢ ¢ M v uced witl

to # valid Heense to use the underiving mate
rial. & new praperty right springs into exis-
tence with respeet to the entire
wark, so thut even if the Heense is thereafter

derivative

terminated, the proprietor of the derivative
work may nevertheless eontinue to use the
material from the undertving work as con
tained in the derivative work.”  Niunmer,
$ 30TIANTL at 3-34.9. Numerous authorities
on copyright law, ineluding Professor Nim
mer, assailed the reasoning in Rohaier.

riding the “new property rights” approach as
“peither warranted hy any express provision
of the Copyright Act, nor by the rationale as
to the scope of protection achieved in a deriy

ative work.” Jd.

i1

Prior to its holding in Kolower and con-
trary to the “new property rights” approuach.
the Second Cireuit had upheld several clanms
of infringement based upon the unauthorized
reuse—by the owner of a valid copyright in a
derivative work—of the protected preexisting
material.  See. e, Guliom v Awmerican
Broadeasting Compaiies, Ine, 538 F.2d 14
2d Cir 19765 G. Ricordi & Co. w Para-
niownt Pictwres Tie, 189 F.2d 469 (2d Cie.)
{prohibiting plaintiff, in declaratory judgment
action, from making a motion pleture version
of an opera that had been created with the
permission of the author of the underlying
work), cevt. denied, 342 U.S. 849, 72 8.Ct. 77,
96 L.Ed. 641 (1451n see olso Russell 1.
Price, 612 F.2d 1123, 112% (9th Cir. 1979
(“since exhibition of the film ‘Pygmallion’
necessarily involves exhibition of parts of
Shaw's play, which is still copyrighted. plain-
tifts here may prevent defendants from rent-
ing the fibm for exhibition without their au-
thorization.”), ecert. deried. 446 TS, 852, 100
SO 2019, 64 LEd2d %09 (a9s0. In Gd
Court

in favor of plaintiffs, the members

granted an

leaw, for instance, the

injunctior

such works

mattcy, shail be rege 8 X UTKS SUDje
to copvright . bt ¢l ] { ai
such new works shall no the t

validity of anmv subsisting copyvright upon the

mattet empioved or any part Incrcol, OF b
comstrucd to imph an exclusive right to suct
sl L original works [0 s

eatend capyright 1 sucl il A Ok
TUSC. & 1976 od yeal £ ph
Act }76)
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of a British comedy troop, who claimed that
the BBC intringed their copyright in certuin
seripts,  Plaintiffs had authorized the BBC
to broadeast television programs based upon
these seripts, but took exception when the
BB subsequently sold the programs to the
defendant, an American television network
which edited the programs prior to aiving
them in the United States. In support of its
decizion to enjoin the defendant from airing
those edited versions for a second time, the
Second Cireuit reasoned that, under Section
7 of the 1909 Act, “any ownership by BBC of
the copyright in the recorded program would
not affect the scope or ownership of the
copyright in the underlyving seript.”  Gilliamn,
538 F2d at 200 The use of that seript with-
out plaintiffs’ consent would therefore consti-
tute infringement, “even with the permission
of the proprietor of [a] derivative work
'hased upon that seript]” /d

Upholding a Ninth Circuit opinion which
rejected Rohauer in favor of the Second Cir-
cutt’s earlier approach in Gilliam the Su
preme Court finally and firmly settled the
“new  property rights” eontroversy.  See
Stewart v Abend, 495 U.S. 207, 110 S.Ct.
1750, 109 L.Ed.2d 184 (1990).  In Abend. the
author of a fictional story agreed to assign
the rights in his renewal copyright term to
the owner of a movie version of that story,
but died before the commencement of the
renewal period.  Because the assignment
never oceurred, the Court held that defen-
dant infringed the copyright of the successor
owner of the story by continuing to distribute
the film during the renewal term of the
preexisting work.

[71 In reaching its result, the Abend
Court rejected defendants’ view, based on
Rokauner that the “cereation of the ‘new, ir.
derivative, work extinguishes any right the

owner of rights in the preexisting work

might have had to sue for infmngemaent
fof. at 222, 110 5.Ct at 1761, iting Nini
m he Court concluded that such an ap
proach runs counter to the terms of both
Setion T oof the 1908 Aot and Sectton 103

the 1976 Aet. each of which advanees th

i t 1

;
e 5 { i R addeted

property, but the element drawn from the

pre-existing work remains on grant from

the owner of the pre-existing work. Se
ch:‘L" as the (ll":-L’\l'-['lIH,: work remains out

of the public domain, its use is infringing it

e who employs the work does not have a
valid license or assignment for use of the
preexisting work. It i irrelevant whether
the preexisting work is inseparably inter-
twined with the derivative work.

Abend, 195 US, at 223, 110 S.Ct. at 1761
(eitations omitted).  Thus, Section 103{(b) of
the 1976 Act—like Section 7 of the 1909 Act
before it—stands as a rejection of the new
property rights theorv., [d; see also Nim-
mer, § 3.07, at 3-34.9 n. 3. {describing Sec-
tion 103(h) as “hardly consistent with the
new property vight theory”). Under Section
103(h), any unauthorized use of preexisting
protected material by the creator of a deriva-
tive or a collective work infringes the copy-
right existing in that preexisting matertal.

B. Defendants’ “Privileges™ Under See-
tion 201(¢)

The first sentence of Section 201(¢h—pro-
viding that the “[¢jopyright in each separate
contribution to a colleetive work is distinet
from copyright in the collective work as a
whole, and vests initially in the author of the
contribution”—essentially reiterates the sub-
stance of Section 103(b), If the provision
ended with its first sentence, plaintiffs would
prevail in rthis aetion. With no “new proper-
ty right” in the articles making up their
collective works, the publisher defendunts
would ot be at liberty to reuse plaintiffs’
individual contributions even in new versions
of their own periodicals.  See Abewd, 195
LS 200, 110 SuCt, 1750: see also Gilliam,

338 F2d 14, In its seeond sentence, howev-

er, Section 201e expands upun the haseline
stablished it Section 1O3(Y ten :IIL \d
sfeators of I Ve rks ™ the
privilege of e ing and distributing
y tic NArt o at ba tlay leg-
' I i I tha ieet
! i et vetive work e
o i l_ | D | S 2 the i
R preel

e

ot
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1. Privileges As Transferrable Rights

the “nrivileges” whid h

{81 Phaintifls hke

Qection 201(¢; extends to “the owner of copy

" to narrow Voo

right in the lostiy wirk

cumnscribed non Unlike as

swelusive ficenses

sigmment r exclusive licenses or most other
convevances tnder copytight law, such linnt
ed grants are not transferrable.  See 17
U.S.C. % 101 cdefining “transter of COpy right
ownersk Ip.’ Becnuse the ]’(.l'l[i“!""l' defen
dants own the copvrights in their collective
works, plaintiffs reason that the electronie
defendants are guailty of infringement even in
the event that they are ereating revisions—
anthorized by the publisher defendants—of
the disputed periodicals. (PLs” Memo. Supp.
Mot. Summ. J. at 16, n. 15 PLs” Memo. Opp.
Defs' Cross-Mot. Sum, ). at 19-23)
Plaintiffs arvive at their anderstanding of
the term “privileges” by juxtaposing Section
201(¢) with Section 201(d). The first clause
of the latter section provides that “{t|he own-
ership of a copyright may be transferred in
whole or in part by any means of conveyance
or by operation of law * 17 US.G
§ 201(d¥1).  According to Section 2012
Any of the esclusive rights comprised in a
copyright, including any subdivision of any
of the rights specified by section 106, may
he transferred as provided by elause ()
and owned separately. The owner of any
particular exelusive right i et titled, to the
extent of that right, to all of the protection
and remedies accorded to the copyright
owner by this title.
In plaintiffs' view, the fact that Section
201(ch(2) provides for the transfer of “rights”
can only be taken to mean that the “privi-
leges” identified in the preceding section of
the Aet are nentransferable.  This approach
distorts the relationshiy

2014 } undd Seebior 201¢ :_-

hetween  Section

Section 201d)2 does not speak oniy ol
but alse of any su wdivision of
-u;::- h~ < vr‘ e poter _i,- or = :\',: a St -"i Vist

of rights 1= created in the preceding section

201(d)(1), which permits the transter ot copy
Hight, “in whole or in part.” either by convey
ante or by “operation ol 1w " Thir recogn
tion of the potential for a partial transter of

topyvrght “hy operation ol faw™ follows fro

Wit jact

ed in the precoding Section of the Act, See-
tion 201el. which extends certain enumerat
e Cprivileges” to publishers.  In other
wurds, the three provisions operate intan
dem:  Section 201(¢) transfers plaintifts’
copyrights, “in part,” to defendants—a per-
missible exereize under Seetion 201dX1
and therefare. under Scetion 201()(2), defen
dants wre left with fuil authority over th
“subdivision” of rights they acquire.

When Seections 201(¢) and 20ld) are
placed into historieal context, the weakuess
in plaintiffs’ position is all the more apparent.
The 1976 Act, in significant part, amounts to
4 repudiation of the eoncept of copyright
indivisibility, a principle pursuant to which
the assorted rights comprising a copyright
could not be assigned in parts, e subdivid-
ed. See Nimmer, § 10.01A] at 10-5. Un
der this former regime, individual authors
were at risk of inadvertently surrendering all
rights in a contribution to a collective work
either to the publisher of that work, or to the
public. Jd. Under Sections 201(c} and (d) of
the 1976 Aet, that threat is gone. Authors
are no longer at risk of losing all rights in
their articles merely because they surrender
4 small “subdivision” of those rights—either
by operation of Section 201(¢) or by express
transfer—to the publishers of collective
Works.

The aim of Section 201{e)—to avoid the
“unfair|ness)” of indivisibility—would not be
further served by equating “privileges” with
nonexclusive licenses. H.R. Report No. 94~
1476, at 122 (1976), U.S.Code Cong. & Ad
min.News 1976, p. 573%.  As explained, Con
gress was not responding to any perceived
problem associated with the ability of pub
lishers to enlist the help of outside entities te
produce versions of their collective works.

put rather to the risk that publishers of
collective works might usurp all rights in

Iy would not have

articles. It
advaneed its goal for Congress to have col
straited }HH shers in their efforts to genet
ate and distribute their permitted revisions
and reproductions.  Sueh an approach would
not prevent the exploitation of individual con
tributions, but would serve only to unde
that

mine the competing goal of ensurimng




